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DETAILED ACTION 

Claim Objections 

Claim 6 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim may not depend on another multiple dependent claim, such 
as claims 4 and 5. See MPEP § 608.01 (n). Accordingly, the claim 6 not been further 
treated on the merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 7 provides for the use of the product of claim 1 , but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 7 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kishimoto et al. (JP 09-208437, machine translation). 

Kishimoto discloses metal oxide resin complex powder used in cosmetic 
compositions, wherein the resins may be unsaturated monomers such as 
poly(meth)acrylic acid ester, acryl-styrene copolymer, etc. See abstract; instant claims 
1-3 and 7. Example 1 illustrates zinc oxide and methyl methacrylate resin monomer 
complex and cerium oxide and methyl methacrylate resin monomer. The reference 
teaches the metal oxide resin powder has UV shielding function and has transparency. 
See [0018]. 

Claims 1,4-6 are product-by-process claims which are directed to the process 
by which the metal oxide complex powder is obtained by introducing onto the surface of 
the metal oxide a polymerization initiator. It is well settled in patent law that "even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." See In 
re Thorpe , 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In this case, since 
the prior art metal oxide resin complex powder of a methyl methacrylate (polymerizable 
and unsaturated group containing monomer) remain transparent at use, the end 
products of the prior art and the present claims are deemed to be the same. 
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Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GINA C. YU whose telephone number is (571)272-8605. 
The examiner can normally be reached on Monday through Thursday, from 8:00AM 
until 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached on 571-272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gina C. Yu/ 

Primary Examiner, Art Unit 161 1 



